
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In ire Patent Application of 



Steven W. Trovinger 



Group Art Unit: 3651 



Application No.: 10/699.247 



Examiner: Patrick Hewey Mackey 



Filed: October 30. 2003 



Confirmation No.: 2546 



For: METHOD AND APPARATUS FOR 
MAKING BOOKLETS 



PETITION UNDER 37 C.F.R. § 1.78(a)(3) TO ACCEPT AN UNINTENTIONALLY 
DELAYED REFERENCE UNDER 35 U.S.C. § 120 AND/OR § 365 



Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 



In accoKlance with 37 C.F.R. § 1.78(a)(3). Applicant hereby requests the U.S. 
Patent and Trademark Office to accept the unintentionally delayed reference to the 
claim under 35 U.S.C. § 120 and/or § 365 in this applicatton. 

In accordance with 37 C.F.R. § 1 .78(a)(3)(i). the reference required by 35 
U.S.C. § 120 and 37 C.F.R. § 1.78(a)(2) is concurrently submitted in the 
accompanying Response to the Official Action dated April 30, 2004. 

In accordance with 37 C.F.R. § 1.78(a)(3)(ii), a fee of $1,330.00 is required 
under 37 C.F.R. § 1 .17(t). The Director is hereby authorized to charge Deposit 
Account No. 08-2025 for the fee due. 

On information and belief, the entire delay between the date the reference to 
the claim under 35 U.S.C. § 120 and/or § 365 was due under 37 C.F.R. § 
1.78(a)(2)(ii) and the date the reference required by 37 C.F.R. § 1.78(a)(2) is 

07/21/2004 laORES 00000053 082025 10&9S47 
01FCil4S4 13W.00IIA 



Sir: 



Application No. 10/699.247 
Attorney's Docket No. 10991471^10 

Page 2 



submitted in this application was unintentional. The following foots are presented in 
support of this Petition, 

1 . The present application is a divisional application of parent Application Serial 
No. 09/831,768. The parent Application Serial No. 09/831,768. was filed as a 
§ 371 national stage application of International Application No. 
PCT/US99/23078, which is also a Continuation-in-Part Application of U.S. 
Application No., 09/162,844, filed on Septeml)er 29, 1998. 

2. The specification in parent Application Serial No. 09/831 ,768 did NOT contain 
a reference to the prior filed applications, because no such reference was 
required. The International Application was filed on September 29, 1999, and 
was therefore exempted per 37 C.F.R. 1.78(a)(2)(ii)(C) from the requirements 
of 37 C.F.R. §1.78 when the International Application was nationalized. 

3. The present divisional application made a claim for priority to parent 
Application Serial No. 09/831 ,768. in the transmittal and to the International 
/Application No. PCT/US99/23078 and the ContinuationHn-Part Application 
No., 09/162,844, in the originally filed Declaration (see Attachment A). The 
present divisional application was filed on October 30. 2003. with a photocopy 
of the original specification of Application Serial No. 09/831,768. 

4. Because the original specification of parent Application No. 09/831 ,768 did 
not contain a cross-reference to the International Application or CIP 
Application, the photocopy of the parent used to file the present divisional 
application did not contain a cross-reference to the International Application. 

5. The present application was amended at the time of filing to include a cross- 
reference to Application Serial No. 09/831,768 (see Preliminary Amendment 
Attachment B). However, a cross-reference to the International Application 
and CIP Application was unintentionally not included in the Preliminary 
Amendment. 

6. Upon becoming aware of the failure to timely meet the requirements of 37 
C.F.R. §1.78, we promptly prepared and submitted this Petition to make the 
aoss-reference to the International Application and CIP Parent Application on 
page 1 of the specification in the present divisional application. 
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Accordingly; because all requirements for a proper Petition Under 37 C.F.R. 
§1 .78 have been satisfied, granting of this Petition to recognize Applicant's daim for 
priority to the International Application is requested. 



Da.e: ^",''1 ^ f%l j^P, n , 

' V Patrick C. Keane ' 
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OECIARATION AND POWER OF ATTORNEY 
FOR PATENT APPUCATION 




PATENT APPUCATION 



As 8 below namd Inventor* I hereby declare that 

My reside/Ke/post office 9ddre%B nnd citizenship em eV^^^^^w next to my name; 

I believe I am the original, first end >ole Inventor (rf only on^ nennola listed below) or an original, first and 
joint invemor (If plural names are listed below) of the subjeet matter which ia cWmed and for which a 
patent is sdi^t on the Invention entided: 
Method And Apparatus For MaUng Bootdeta 

tha specHicadon of which is attacnad herato unless the following box is cftaeiceo: 

0() was filed on Sep 29, 1999 as US AppBcation Soria) No* or PCT International AppBeation 
Number US99/23078 and vyas amended on Iff eppltcable). 

I hereby state that I have reviewed and understood the cements of ^e ebpve-ldentifted specHicetion, 
Including the claims, as amended by ahy amendmemls) referred to above, i acknowledge the duty to 
(£$close all information which is materiel to petentabllity as defined In 37 CFR 1 .56. 

Fofttsn AppQuttonU) tnd/of Odbn of Port^ Fifoiny 

I hereby dsim fore^ pHoHiy tMnefits under TUto 3S, Unlttd SotBt Code Secdon 119 of eny 
}iwefitm(i} certxficxte Ssted betow end hove ebo itfuniflsd below any foreisn eppSeadoA for " 
e fifir^ d«ta before that of the application on whicti priorfty b deinied: 



foielQn eppOcedonW lor peteitt or 
Of Invsmorlf) cerdflcete hi vine 



COUMTKV 


AmJCATIOM MUMBSt 


oATtwa 


mOMIV OMOS UN08I » ULSXL 1 10 


PCT 


PCTAJS99/2307a 


09/29/99 ^ 


nS: X MO: 








VIS: WO: 



Ptovblonel Appllcedon 
I hereby deim the benefit under TMe 35, United 



Stittts Code Seedon 118(8» of eny United Stnee prevWonal eppfieedonCt} Oeied 



APMAffWN SmAL MUM8SI 



U. S* Priortty CSilin 

t hereby debn the benefit under Tide 35« Uruted Statee Co^ Seedon 120 of eny Ui^ed Sortes <ppflcetbn{e) Oned below end, 
bisofer es the subject metter of eech of the dtims of dilf eppflcetton Is not disdoeed In die prior Uirfted St«B8 mSaObn in die. 
manner provUed by the ^ perepreph of TWe 35, Unted Ste^e Code Soetion H*i » ect ri ow l e ds o die Aity^o dtetose mnw 
infonnedon es defined In TMe 37. Code of Federal ResuSfdors. Secdon 1.56C8) widch oeomd between the f0ng dte of dw prior 
eppScedon end d>e nedonel or PCT internedonel fiBne dete of tMe ep^Bdon: 



AfVUCATlON SCMALMUMBn 

09;i 62844 


WNOOATS 

09/29/1998 


Pending 















POWER OF ATTORNEY: 

At e nemed inventor. I hereby appolm die fbHowing ettomeyfe) end/or egentlsl to prosecute 
Ousineae in die Peiem and Tradamait OfOce connected d«ere«ffdi: 



ddi eppGcetion' end transect efl 



Customer Number | 022879 








Send Corraapondenee to; 
HEWLETf-PAClCARD CORfiPANY 
tiiteflaetuer ^perty AdmWeoetlon 
P.O. Box 372400 

Pon CelOna. CeCoredo a052S-S599 


Direct Taiaphoiie Calla To: 
Edwerd Meker 0 

tasoi ee7.5i43 



i hereby declare that all stotements made herein of my own knowledge ere true and that ad statements 
made on Information and belief are believed to be true; and further that these statementB were made 
with the knowledge thet willful false statements end the like so mada ere punishable by 
Imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such wilmii 
false statements may jeopanfoe the validity of the application or any patent issued thereon. 



Pus Nome of Invemsr: Stevan W Tfovfaioer 

lOaaPnnnnWevLeeAttoe.CA Q42Q4 



OdunaMp: OS 



1601 Peee Mill Road Palo Alto. CA 94304 




llw«tiS»|0«^«rt 



<Us8 Paga T«i« For AetfftoMil iMmortai Steftawald) 
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0ECUUUKT10N AND POWER OF ATTORNEY 
FOR PATENT AMJCATION {eontintuedi 



ATTOnnCV DOCKET MO , 10991471-1 



Rots R Alton 




CifamhlPjUS 



408 Hfllnfine Or Piglmom CA 94002 



1901 F»W MO Road Palo Atto.CA 94i3!04 



Oat» 



FuBNamof «3|Dtet 
RMld«nc«: 
Post Offtc* 



Erik 6 Vaal«r 



US 



707 laahy Street tf 216-8 Redwood CitY> CA 94061 



1S01 Page BiBB Itead Palo Alto; CA 9430» 



\ 



Post Offie* Atfdrtst: 



FttO Nama af f 5 joint InvatHsn^ 
Rtcidftnea: 



Datt 



Rtfl Nam* of f 6 joint tmfonton^ 

Rotldoftco; 

Post Office Arfdron: 



Dstt 



Pufl Nanw of # 7 joint kivwitof:^ 

RasUanco: 

PostOfflea Addraaa: 



CMi«n<l4p.z 



Data 



Firt Nama of f 0 jobn Invanton^ 

Raattfanca*. 

Poat OfflM Atfdrasa: 



mvantor a dignaiuiT' 



CNItanahlps 



rllltf 
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